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THE AMERICA INVENTS ACT (AIA)
“FIRST TO FILE” PROVISIONS

On September 8, 2011, the U.S. Senate passed the Leahy-Smith “America Invents Act”, which was
signed into law by President Obama on September 16, 2011, enacting its provisions. Certain provisions
had immediate effect; others came into effect on September 16, 2012; and the next significant provisions
are the “First to File” provisions, which will come into effect on March 16, 2013.

The following is a brief summary:

The U.S. patent laws will change from a "first-to-invent" system to a "first-inventor-to-file" system on that
date, bringing the USA somewhat more closely into correspondence with the filing system of the rest of
the world’s patent systems. The new provisions will apply to applications filed on or after March 16, 2013,
including “continuation” applications (e.g, “continuation”, “continuation-in-part”, and “divisional”
applications) filed after that date, if there is any new matter added to the application that is filed on or after
March 16, 2013. Otherwise, the rules in effect prior to March 16, 2013, will continue to apply to
applications filed in the United States Patent and Trademark Office (“USPTO”) prior to that date. It is to
be noted that any National-Stage filings of PCT applications will use their PCT/International filing date as
the filing date of their later filed, US patent application entering the USPTO under 35 U.S.C. §371.

Salient provisions of the new laws effective March 16, 2013, include:

1. The scope of available “prior art” is enlarged via amendments to the “novelty” provisions of 35 USC
102, and is expected to include essentially any form of disclosure of prior art.

Notably the form of the disclosure is no longer limited to written matter, e.g, publications, prior patents
or published patent applications, a limitation that had applied to certain prior sections of 35 USC 102,
or that the disclosure was in “this country.”

2. Prior art that has only become available for one year or less from the effective filing date of the
claimed invention will not be considered as prior art as to the claimed invention if either (a) the prior
disclosure was made by the inventor, a joint inventor, or “by another” who obtained the subject matter
directly or indirectly from the inventor or joint inventor; or (b) the subject matter disclosed had, before
such disclosure, been publicly disclosed by the inventor, a joint inventor, or “by another” who had
obtained the subject matter directly or indirectly from the inventor or a joint inventor.

The foregoing allows for certain public disclosures, made within one year less of the earliest filing date
of the application, to be overcome, if such were made by the inventor, a coinventor, or “by another”
who had obtained (“derived”) the invention from the inventor or a coinventor, but the foregoing applies
only to applications that are later filed in the USPTO, and may not overcome the “absolute novelty”
requirement of most other foreign countries that do not offer a similar “grace period”.



3. US patent practice will continue to allow for the filing of “provisional” patent applications, and any later
filed applications can claim a priority benefit under the Paris Convention (up to 1 year) from the filing date
of the provisional application.

4. The prior “Interference Practice” will be phased out at the “USPTO” in favor of the “Derivation”
proceedings for determining whether one inventor derived the invention from another inventor without the
other inventor’s authorization. These “Derivation” proceedings, effective March 16, 2013, are available
for applications which are filed on or after that date.

The Derivation proceedings permit an inventor, who filed an application after an earlier “first filed”
inventor’s application to file a Petition with the USPTO, to demonstrate that the “first filed” inventor is not
the true inventor, but derived their work from the inventor of the second, later-filed application. For any
currently pending patent application, such a Petition must be filed within one year of the publication date
of the “first filed” patent application, by the inventor of the second, later-filed application. For any issued
patent, a civil action may be filed within one year of issuance of the patent that contains the allegedly
derived subject matter, and the Petition must be filed within the earlier of 1 year after the USPTO has
been informed of the derivation, or 10 years from the date of the alleged derivation.

5. Certain prior art which stems from the inventor’s own prior work may in certain instances be overcome.

Subject matter which qualifies as available prior art under the new 35 USC 102(a)(2) can be overcome if
the applicant provides a statement that the claimed invention and the prior art are owned by the same
person or legal entity, or were under an obligation of assignment to the same person or legal entity, and
that such ownership or obligation arose not later than the effective filing date of the claimed invention.
This establishes “common ownership” under 35 USC 102(b)(2)(C), and is one potential way to overcome
certain prior art rejections.

For inventive activities made pursuant to a joint development agreement or a joint research agreement,
certain subject matter which qualifies under available prior art under the new 35 USC 102(a)(2) can also
be overcome. To do so, the applicant needs to provide a statement that the prior art was developed and
the claimed invention was made by or on behalf of one or more parties of the joint development
agreement or a joint research agreement; that the respective agreement was in effect on or before the
filing date of the claimed invention; and that the claimed invention of the application was made as a result
of activities pursuant to the respective agreement. This establishes “common ownership” under 35 USC
102(b)(2)(C), and is one potential way to overcome certain prior art rejections.

Practice Tips:

1. File your application swiftly! The new rules clearly favor applicants who are diligent in preparing a
patent application, having a sufficient disclosure demonstrating that they are in possession of the
invention, and filing it at an early date. As the provisions of the AIA have not eliminated “provisional”
patent applications, it may be an excellent idea to act quickly, to at least file a provisional patent
application, which can be followed by the complete patent application within one year of the filing date of
the provisional patent application. An early filing date established by a provisional patent application may
precede any patent applications or public disclosures of third parties who are also be working in the
same technical field.

2. Keep good records of activities leading to the filing of your application! With the availability of the
new “Derivation” proceedings, it is important to keep good records, e.g. laboratory notebooks, electronic



laboratory notebooks, emails, and other relevant written communications, which demonstrate the dates
of inventive activities, and who contributed in the invention. These might be crucial, particularly if one of
the group of joint inventors leaves the employ of your company and seeks to independently file the
application prior to your company’s filing of its own patent application. Good records become
increasingly important where there is a joint development or co-development between employees of
your company and those of another company or other third party. This way, should any disputes arise,
the records can trace the origins of the invention, up to the “effective filing date” of the application.
Conversely, if your company’s inventor(s) are challenged and alleged to have “derived” their invention
from a third party (thus defeating your application in the new “first-to-file” system of the USPTO), good
records demonstrating that your invention was independently made can effectively defeat any such
allegations.

3. Publicly Disclose your Invention! (But be cautious!) If you’re going to file your patent application only
in the USA, and you will not seek protection in any other countries, one possible option is to publicly
disclose your invention, be sure that you file your patent application within one year of its public
disclosure date to take advantage of the USPTO’s “grace period” for filing the application. An early
public disclosure would bar any third-party patent applicant who files after the date of your invention’s
public disclosure, if your disclosure also preceded any earlier disclosure of that third-party, and you can
show that your invention was independently made (not “derived”). However this should be very carefully
considered prior to being practiced. It can defeat patentability in most other countries of the world which
have an “absolute novelty” requirement, which estop your ability to file a patent application such
countries.

4. Enter into Joint Development Agreements early! If your company is involved with any third party,
e.g., one or more other companies in any joint research and development, it is highly advised that a
formal ”Joint Development Agreement” be entered into, or be made effective as of a date prior to the
earliest filing date of a patent application. The agreement will remove that patent application as prior art
in any later filed applications naming the same inventors.

5. Assign patent rights early! To take best advantage of certain new rules, ensure the patent
applications are assigned prior to filing, or ensure that there is a clear obligation to assign to your
company prior to the earliest filing date of the patent application. A good practice is to ensure that
employment agreements include language which provides for the immediate transfer of rights to any
inventions to your company.
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